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DETAILED ACTION 

Response to Amendment 

1. This action is responsive to an amendment filed 5/5/04. Claims 1-17 are pending. Claims 

1. 6, 11 and 13 are amended. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-17 have been considered but are moot in 
view of the new ground(s) of rejection. 

Specification 

3. The specification is objected to as failing to provide proper antecedent basis for the 
claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01(o). Correction of the 
following is required: Claim 17 recites the limitation "removing, automatically, said program 
from a second list of programs representing purchased programs" in Lines 6 and 7. There is ~ 
insufficient antecedent basis in the Specification for this limitation in the claim. Applicant claims 
removing a program from a list of programs to be recorded in response to a user command, and 
automatically removing that program from a list of programs to be purchased if the program is 
on the list. Referring to Applicant's specification, as amended, the removal from the list of 
programs to be purchased is not automatic, but instead a manual process wherein the user is 
prompted (Page 29, Line 22 - Page 30, Line 7) whether to cancel the purchase or not. 
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Claim Rejections - 35 USC §102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. Claims 1-10 and 13-15 are rejected under 35 U.S.C. 102(e) as being anticipated by U.S. 
Patent No. 5,850,218 to LaJoie et al. 

Regarding Claim 1, LaJoie discloses an apparatus for receiving a plurality of 
programs comprising a user interface for selecting a program from a plurality of 
programs and selecting a user action (See Figure 16). LaJoie also discloses a controller, 
which in response to a first user action for selecting a first program for recording, stores 
the first program in a first list representing a list of programs to be recorded (Col. 21, 
Lines 15-23). In response to a second user action for selecting a second program for both 
purchasing and recording, the controller stores the second program on a second list 
representing a list of programs purchased and also stores the program on the first list 
(Col. 29, Lines 33-58 and Figures 12 and 13). Further LaJoie discloses an on screen user 
option (See Figure 25, 496) indicating that a user can both purchase and record the 
selected program. In this case, the screen displays the message, "You're attempting to 
Record a PPV Event," and an option to purchase the event ("Buy" button). This message 
indicates to the user that they can both purchase and record the event simply by pressing 
the indicated button. Further, the user is able to use the one-touch recording feature (Col. 
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29, Lines 33-39) in order to use a single key (Col. 29, Lines 5-10) to create a record timer 
and be prompted to purchase the event. In this fashion, the user does not have to 
separately select purchasing and recording options for a program. This reads on the 
claimed user not having to select one of a purchase and record user option and then select 
the other option in order to record the selected program. 

Regarding Claim 2, LaJoie discloses a system as stated above in Claim 1 . LaJoie 
further discloses a system wherein the first list includes a timer conflict indication for 
programs having a timer conflict (Col. 21, Lines 30-42 and Figure 12). 

Regarding Claim 3, LaJoie discloses a system as stated above in Claim 1. LaJoie 
further discloses a system wherein the first list includes a purchase indication for the 
second program (See Figure 14). 

Regarding Claim 4, LaJoie discloses a system as stated above in Claim 1. LaJoie 
further discloses a system wherein the controller first determines whether there is a timer 
conflict between the second program and another program on the first list before storing 
the second program on the first list (Col. 21, Lines 30-55). 

Regarding Claim 5, LaJoie discloses a system as stated above in Claim 1 . LaJoie 
further discloses a system wherein the controller prompts a user to resolve the timer 
conflict if one exists (Cols. 21-22, Lines 55-5 and Figure 12). 

Regarding Claim 6, LaJoie discloses an apparatus for processing a program 
comprising a controller for displaying a first list representing programs selected for 
recording (See LaJoie Figure 12), displaying a second list representing programs selected 
for purchasing (See LaJoie Figure 13) and in response to a user selection of a program for 
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both purchasing and recording, automatically entering the program into both lists as 
stated above in Claim 1 . Further disclosed is an on screen user control option indicating 
that a user can both purchase and record a program, so that the user does not have to 
select one of purchase and record user control options and then select the other user 
control option to purchase and record the program as stated above in Claim 1 . 

Regarding Claims 7-10, see Claims 2-5 respectively, as stated above. 

Regarding Claim 13, LaJoie discloses a method for processing a plurality of 
programs comprising the steps of selecting a first program for recording from a plurality 
of programs, storing the program in a first list, selecting a second program, receiving a 
selection of a displayed user option indicating that a user can both purchase and record of 
the selected second program, storing the second program in a second list representing 
programs purchased, and storing, automatically, the second program in the first list as 
stated above in Claim 1 . 

Regarding Claim 14, LaJoie discloses a method as stated above in Claim 13 
further comprising the step of determining whether there is a timer conflict between the 
second program and another program on the first list before storing the second program 
on the first list as stated above in Claim 4. 

Regarding Claim 15, LaJoie discloses a method as stated above in Claim 13 
further comprising the step of prompting the user to resolve a timer conflict if one exists 
as stated above in Claim 5. 
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Claim Rejections - 35 USC §103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1 1-12 and 16-17 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
LaJoie et al. 

Regarding Claim 11, LaJoie discloses an apparatus for processing a program 
comprising a user interface means for selecting a program from a plurality of programs 
with an on screen user option indicating that a user can both purchase and record the 
problem so that the user does not have to select one of a purchase and record user options 
and then select the other user option to purchase and record the selected program as 
stated above in Claim 1. What is not disclosed, however, is a controller that in response 
to a user action for canceling a program, removes the program from a first list 
representing a list of programs purchased and automatically removes the program from a 
second list representing a list of programs to be recorded. 

As stated above, LaJoie discloses that a single button may be operable to add an 
item to two different lists. Further, LaJoie discloses removing a program from a list of 
programs to be purchased (Col. 22, Lines 25-31) or removing any timer (See Figure 14 
and Col. 22, Lines 52-56) including recording timers. Further, LaJoie clearly teaches that 
one cannot record a pay television program without first purchasing it (See Figure 25, 
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496). Therefore, it would be obvious that if one cancels the purchasing of the program, it 
cannot be recorded, and therefore should be removed from the recording list. 

The claimed one action causing two functions to be performed instead of having 
to take two separate actions does not constitute a patentable advance in the art. It would 
be obvious to one having ordinary skill in the art at the time the invention was made that 
a single button could be used to perform two actions such as removing an item from the 
two lists of LaJoie since it has generally been recognized that the use of a conventional 
control to automate a previously manual operation involves only routine skill in the art. 
In re Venner, 262F.2d 91, 95, 120 USPQ 193, 194 (CCPA 1958). This reads on the 
claimed controller, in response to a user action for canceling the program, removing the 
program from a first list representing a list of programs purchased and automatically 
removing the program from a second list representing a list of programs to be recorded. 

Regarding Claim 12, LaJoie discloses an apparatus for processing a program as 
stated above. LaJoie further discloses an on screen display means for displaying a first 
list representing programs selected for recording (See Figure 11). Further disclosed is a 
first user control means for selecting to both purchase and record a program as stated 
above. LaJoie discloses on screen display means for displaying a second list representing 
programs selected for purchasing (See Figure 13). LaJoie also discloses a control means 
for removing a selected program from the first list and second list (see Figure 14), by 
pressing the "stop" button on each item to be removed (Col. 22, Lines 52-56). Further, as 
stated above in Claim 1 1, it would be obvious to provide a control means that, in 
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response to the user removal of a program from the second list, automatically removes 
the program from the first list. 

Regarding Claim 16, LaJoie discloses a method as stated above. Further, LaJoie 
discloses selecting a first program for removing from a first list representing a list of 
programs selected for recording (Col. 22, Lines 54-56). It would be obvious to select a 
second program for removing from a second list representing a list of programs 
purchased, determine whether the program appears on the first list and removing, 
automatically, the second program from the first list if it appears on the first list as stated 
above in Claim 11. 

Regarding Claim 17, as best understood by the Examiner, LaJoie disclose a 
method as stated above. What is not disclosed, however, is removing, in response to a 
user command, a program from a first list of programs representing programs scheduled 
for recording, determining whether the program is also a purchased program, and 
removing, automatically, the program from a second list of programs representing 
purchased programs, if the program is a purchased program. 

As stated above, LaJoie discloses that a single button may be operable to add an 
item to two different lists. Further, LaJoie discloses removing a program from a list of 
programs to be purchased (Col. 22, Lines 25-31) or removing any timer (See Figure 14 
and Col. 22, Lines 52-56) including recording timers. The claimed one action causing 
two functions to be performed instead of having to take two separate actions is not a 
patentable advance in the art. Further, broadly providing an automatic means to replace a 
manual activity, which accomplishes the same result (that is, automatically removing an 
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item from two lists based on one command instead of two) is not sufficient to distinguish 
over the prior art (In re Venner, 262 F.2d 91, 95, 120 USPQ 193, 194 (CCPA 1958)). 
Therefore, it would be obvious to one having ordinary skill in the art at the time the 
invention was made that, based on the teachings of LaJoie, a single button could be used 
to remove the item from two lists. This reads on the claimed removing, in response to a 
user command, the program from a first list of programs representing programs 
scheduled for recording, determining whether the program is also a purchased program, 
and removing, automatically, the program from a second list of programs representing 
purchased programs, if the program is a purchased program. In this way, a user will not 
accidentally end up purchasing a program they are no longer recording and never 
intended to watch at the time it is aired. 



Conclusion 

Any inquiry concerning this communication 1 or earlier communications from the 
examiner should be directed to Matthew R Demicco whose telephone number is (703) 305-8155. 
The examiner can normally be reached on Mon-Fri, 9am - 5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Chris Grant can be reached on (703) 305-4755. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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January 2 1,2005 




CHRIS GRANT 
PRIMARY EXAMINER 



